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REMARKS 



I. Status of Claims 

In the July 29, 2002, Office Action, the Examiner rejected claims 1-29. In order to 
expedite prosecution of this case, Applicants have amended claims 1, 6. 12, and 20 and canceled 
claims 21 and 22. Support for the vanous amendments may be found m the originally filed 
specification, claims and figures; no new matter has been introduced. After entry of the 
foregoing amendments, claims 1-20 and 23-29 (4 mdependent claims, 23 dependent claims) 
remain pendmg m the application. Reconsideration is respectfully requested. 

IT R.i.ction ofa---'' ^"-^^ ^^-25- 2 ^ ""■^ tinder 35 IT S C. Section 102(b). 

In the July 29, 2002 Office Action, the Examiner rejected claims 20-22, 24-25, 27 and 29 
under 35 U.S.C. 102(b) as being unpatentable over Masaki, Japanese Patent No. 09-244,385 
(hereinafter "Masaki"), published September 24, 1996. For the following reasons, 

reconsideration is respectfully requested. 

In the Office Action, the Examiner rejected Claims 20-22, 24-25, 27 and 29 on the 
grounds that Masaki discloses a multiple service card associated with which there is a service 
partner, a primary party, and a holder, the card comprising a first side and a second side, the first 
side having indicia associated with the primary party, the second side having indicia associated 
with the service partner, whach is a provider of membership club services. Applicants 
respectfully assert that Masaki fails to teach, disclose or suggest every element of Claim 20. as 
amended, and claims 24-25, 27 and 29, which depend from Claim 20. Applicants have cancelled 
claims 21-22. Applicants respectfully traverse the Examiner's grounds for rejection. 

Applicants have amended independent Claim 20 to recite that the priman' party is a 
provider of credit services and the service partner is a provider of membership club services. 
Applicants respectfiilly submit that this amendment finds fiill support m the claims, specification, 
or drawings as filed. This claimed structure is distinct over the cited references for at least the 
following reasons. Neither Masaki nor any of the other cited references discloses, teaches, or 
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suggests a multiple-semce card associated with which there is a semce partner, a primary party 
and a holder, wherein the primary party is a provider of credit services and the service partner 
is a provider of membership club services. For example, m the two-sided card of Masaki, no 
mention whatsoever is made of any provider of credit services. 

As disclosed at page 4 of the present specification, however, "the present invention 
enables a single card to function in multiple modes, for example as both a credit card and a 
separate service partner's membership card." The present invention accomplishes this benefit 
"[b]y providing a system of back-end fluictionality that takes advantage of cooperation between 
the multiple service providers." This back end functionality is implemented through extensive 
logic that performs the various administrative processes as described m great detail between 
pages 12 and 23 of the present application. For example, as described therem, a new account 
process is initiated when a prospective card member submits application information to a service 
partner. This application information contains not only a request for a credit card and a 
membership card, and is not simply an identification of an existing account, such as an account 
number, but comprises such additional information as is required in a typical credit application. 
This application information enables a provider of credit services to decide whether it is 
desirable to extend credit to the applicant. 

Moreover, this back-end functionality enables an extensive series of processing steps to 
be performed to accomplish, among other things, (1) the retention of the service paitaer 
application infomiation. (2) the extraction of appropriate credit application data, (3) the 
assignment of appropriate control number(s), (4) the forwarding of the credit apphcation data to 
a primary party provider of credit services, (5) the evaluation and assessment of creditworthiness 
of the applicant, (6) the tracking of the application, (7) the return of a approval/declination 
decision, (8) the initiation of an account and its associated administration, statementing, billing, 
accounting, and servicing functions, (9) the sending of a multiple service card to the apphcant, 
and the like. To implement this back-end functionality so as to accomplish these and other steps 
requires an extensive set of program instnictions not taught or even suggested by the prior art. 

To the contrary, the systems and methods of the pnor ait make no provision to 
accommodate the complex processes necessary to accomplish the benefits of the present 
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invention. As a result, no system or method exists in the prior art that can effectively enable a 
provider of credit services and aprovider of membership club services to cooperate so as to 
enable a smgle application received by either of the service providers to result in the provision of 
a multiple service card, where the multiple service card is configured to provide access to both 
membership club services and credit card services, and wherein the decision to extend credit 
does not need to have been predetermined or alternatively to be made unilaterally by only the 
service partner. 

The system of the instant invention, on the other hand, docs incorporate such back-end 
functionality, and it is this back-end functionality that enables beneficial cooperation between the 
service providers. Accordingly, Applicants" invention enables a multiple service card to be 
provided without requiring creditworthiness to have been predetermined and without requinng 
the credit providers to waive its ability to extend, or decline to extend, credit to the applicant. 
Such cooperation provides the advantage that the decision whether to extend credit may be made 
by the primary party provider of credit services before tlie multiple service card is provided. 
Thus, it is a substantial and novel advantage that the present invention provides communication 
of an application between the primary party provider of credit services and the service partner 
provider of membership club services providers so as to enable Uie primary party provider of 
credit services to decide v^bether it is desirable to extend credit to the potential holder of the card. 
Accordingly, Applicants respectftilly submit that this rejection under 35 U.S. C § 102(b) is 
improper and respectfully request reconsideration and withdrawal of this rejection. 

m. Rejection of claims 1-19 under 35 U.S.C, 103(a). 

In the July 29, 2002 Office Action, the Examiner rejected claims 1-19 under 35 U.S.C. 
103(a) as being unpatentable over U.S. Pat. No. 5,969,318, which issued October 19, 1999 to 
Mackenthun ("Mackenthun") in view of U.S. Pat. No. 6,032,136, which issued February 29, 
2000 to Brake, et al. (-Brake") and U.S. Pat. No. 6,386,444, which issued May 14, 2002 to 
Sullivan ("Sullivan"). For the following reasons, reconsideration is requested. 
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the Office Action, the Examiner adnnts that Mackenthun doe. not teach either the step 
of authorizing the credit card information, the step of communicating to the service paxtr^er, or 
the lunitation that the multiple-service card is configv^ed for providing a primary party's services 
and a service partner's services. The Examiner asserts, however, that Brake teaches the above 
Umitations by venfyxng the customer's information before adding a secondary service to the 
primary service and both primary featvire/mdicia and secondary featuxe/indicia present on the 
multiple service card. The Examiner contends that it would have been obvious to an artisan of 
ordinary skill in the art to incorporate the teachings of the Brake patent into the teachings of the 
Mackenthun patent to produce Applicants' claimed invention. 

The Examiner also admits that Mackenthun as modified by Brake fails to teach the 
method of receivmg at a service partner establishment an application and that the service partner 
information is related at least in part to membership in the service partner estabhshment. The 
Examiner asserts, however, that Sullivan teaches the above limitations m its system and methods 
for card payment instrument with rebate applied to ai. insurance premium. The Exammer 
contends that h would have been obvious to an artisan of ordmary skill in the art to incorporate 
the teachmgs of Sallivan into the teachings of the Mackenthtm and Brake to produce Apphcants 
invention as described m claims 1-19. For the following reasons. Applicants respectfully 
traverse tiie Examiner's grounds for rejection. Applicants respectfully submit that the cited 
references do not teach, hint, suggest, or disclose the elements of the present invention as 
disclosed and claimed. 

With regard to the §103 rejections of Claims 1-19, "[i]t is impermissible to first ascertain 
factually what [applicant] did and then view the prior art in such a mamier as to select from the 
random facts of that axt only those which may be modified and then utilized to reconstruct 
[applicant's] mvention from such pnor art." In re Shuman. 361 F.2d 1008, 1012 (CC.P.A. 
1996) The present claims, as amended, define an invention that is not obvious over Mackenthun 
patent. Brake, or Sullivan, taken singularly or m combination. The Office has not identified any 
reference, either singularly or in combmation, that teaches, hints, suggests, or discloses the 
specific combination recited in the claims. AppUcants respectfully submit that ^pr.ma facie case 



7 

Scria. No.: 09/764,5aS 



09 ' 27 --2002 16:18 FAX 





^a^^ nnthv the Fxaminer because Mackenthun, Brake and Sullivan 
of obviousness has not been made oat by me txamuici ucv,a 

fail to disclose every element appearing in claims 1-19. 

Specifically, Applicants have amended claims 1, 6, and 12 to clarify that it is credit card 
application information that is communicated to a provider of credit services, that the provider 
of credit services is configured to thereafter determine whether it desires to extend credit to the 
consumer, and fuitlier that the multiple-service card is caused to be sent to the consumer only if 
the provider of credit services desires to extend credit to the consumer. Applicants respectfiiUy 
submit that Oiese amendments find full support in the clamis, specification, or drawings as filed. 
This claimed stnicmre is distinct over the cited references for at least the followmg reasons. 

As discussed above, neither Mackenthon, Brake, Sullivan nor any of the other cited 
references, alone or in combination, discloses, teaches, or suggests a system or method for 
providing a multiple service card wherein credit card application information is communicated 
to a provider of credit services so that the provider of credit services may thereafter determine 
whether it desires to extend credit to the consumer, and if so, the multiple-service card may be 

caused to be sent to the consumer. 

As disclosed at page 4 of the present specification, however, "the present invention 
enables a single card to function in multiple modes, for example as both a credit card and a 
separate service partner's membership card." The present invention accomplishes this benefit 
"[b]y providing a system of back-end functionality that takes advantage of cooperation between 
the multiple service providers." This back end functionality is implemented through extensive 
logic that performs the various administrative processes as described in great detail between 
pages 12 and 23 of the present application. For example, as described therem, a new account 
process is initiated when a prospective card member submits application information to a service 
partner. Tiiis application information contains not only a request for a credit card and a 
membership card, and is not simply an identification of an existing account, such as an account 
number, but comprises such additional information as is required in a typical credit apphcation. 
This application information is sufficient to enable a provider of credit services to decide 
whether it is desirable to extend credit to the applicant. Moreover, such cooperation enables 
more considered decision-making than mere verification of apphcation information as suggested 
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by Brake. For this reason. Applicants' invention provides for communication of credit card 
application information to a provider of credit services to enable the provider of credit services 
to thereafter determine whether it desires to extend credit to the consumer, and if so, for the 
multiple-service card to be caused to be sent to the consumer. 

Moreover, this back-end functionality enables an extensive senes of processing steps to 
be performed to accomplish, among other things, (I) the retention of the service paimer 
application information, (2) tlie extraction of appropriate credit application data, (3) the 
assignment of appropriate control number(s), (4) the forwarding of the credit appUcation data to 
apnmary party provider of credit services, (5) the evaluation and assessment of creditworthmess 
of the applicant, (6) the tracking of the application. (7) the return of a approval/declination 
decision, (8) the initiation of an account and :ts associated administration, statementmg, biUmg, 
accounting, and servicing fui.ctions, (9) the sending of a multiple service card to the apphcant, 
and the like. To implement this back-end functionality so as to accomplish these, and other, 
steps requires an extensive set of program instructions not taught or even suggested by the prior 

ait. 

To the contrary, the systems and methods of the prior art make no provision to 
accommodate the complex processes necessaiy to accomplish the benefits of the present 
invention. As a result, no system or method exists m the pnor art that can effectively enable a 
provider of credit services and a provider of membership club services to cooperate so as to 
enable a single apphcation received by either of the service providers to result m the provision of 
a multiple service card, where the multiple service card is configured to provide access to both 
membership club services and credit card services, and wherein the decision to extend credit 
does not need to have been predetermined or alternatively to be made unilaterally by only the 
service partner. 

The system of the instant invention, on the other hand, does incorporate such back-end 
fanctionahty. and it is this back-end fimctionality that enables beneficial cooperation between the 
service providers. Accordingly, Applicants' invention enables a multiple service card to be 
provided without requinng creditworthiness to have been predetermined and without requiring 
the credit providers to waive its ability to extend, or decline to extend, credit to the applicant. 
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pHo-ary pa„y provider of cr=di. s=..ces the n,u«ip,= scvce ca.d ,s prov,d.d^ 
LL. s.b.a.Ha> a.d novel advanu.,c .ha. ,he present .nva„.on provides co,™un.c^o„ 
„f ^' ^pUcaHon between .he pri»a,y party provide, of ced,. services and 4e serv,ee partner 
,„vider of men.be.h,p clnh se..ees providers so a. .o enable prunao^ par^ pr=v.der of 
Ldi. se^ice. Whethe. i. is desirable ,o ex.end ced., .o po^nUal holder of .he ca.d. 

In .he sys,™ and method of Sullivart, however, wha. ,s con,m.mica.ed from the semce 
partner to the provide, o, cred.. serv,c=s is merely the tdentification or n^ber of an extsttng 
Ldi. card account fton. which reba.es are to be generated. SulUvan does not prov.de a,^, 
mechamsn, .,^u,h which ,ts provide, of cedit se^ices may dcc.de whether i. des..es to extend 
...i, to a consnnter. Accordtn^ly, Su«,v=n teaches *a. eitt.e. a credi. ca.d mus. be pre-e.,s..ng 
o. mus. be es.abUshed wi^o... .he pno. approval of me issuer. As d.scussed above, howeve. 
applicants, invention does not .e,ui.e «,e pre-existence of a cedi. ca.d and enables *e p.ov.der 
of credi. seHces ^c,'^ »he.he. . .ssue credi. before .he multiple se.v.=e card .s .ssued. 

Thus even if *c cited prior art references wore combined, which Apphcants ar^e there 
,s no motivadon to do except to Undsi^t, the comb.na.,on would no. produce Applicants' novel 
„„enhon, and thus, cannot obviate it. Moreover, the OfBce Ac..on fa.ls to " 
^y of the c,.ed pnor art refer»ces, Macken.hun ei.he. should be or could be modtfied by the 
.each,ags in Brake or SuUivan » achieve .he p.esen. invention. Apphcanls were .he &s. o 
..cognize the advan.age of receiving an application a. a se^ce partner estabUshn.ent. where the 
apphc^ton includes service partner information and credit card application infc^^auon and 
l^n the ced.. card appUcation infonnation is conununtca.ed .o a provide, of credt. sen,.ces 
so .ha. me provider of cedit se.v,ces may thereafter dete.m,ne whe4er t. des.es to extend cred,. 
,0 .he consume., and if so the mul..ple-s«v,ce carf may be caused .o be sen. .0 .he consun... 
The Office Acicn has no. me. ..s burden .n es.abUshing a prima face case of obv.ousness. 
Therefore, reconsideration and wittdrawal of these rejections are respectfully requested. 

in sum, neither Mackcnthun, Brake, SulUv^ no, any other cted reference dtscloses, 
tea^hes. Un.s, or sug^es.s eve^ elemen. of claims ., 6, and 12, so ,he rejection of ti,ese clanns. 
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of claims 2^5, 7-U, and 13-19, which depend from claims 1, 6, and 12, is 



and the rejection 
improper. 

IV. Rejection of claims 23, 26, and 28 under 35 U.S.C. 103(a). 

In the July 29, 2002 Office Action, the Examiner rejected claims 23 and 26 under 35 
U.S.C. 103(a) as being unpatentable over Masaki in view of U.S. Pat. No. 6,224,109, which 
issued May 1, 2001 to Yang ("Yang"). In addition, the Examiner rejected claim 28 under 35 
U.S.C. 103(a) as being unpatentable over Masaki m v^ew of U.S. Pat. No. 6,089,611, which 
issued July 18, 2000 to Blank ("Blank"). For the following reasons. AppUcants respectMly 
traverse the Examiner's grounds for rejection. Apphcants respectfully submit that the cited 
references do not teach, hint, suggest, or disclose the elements of the present invention as 
disclosed and claimed. 

With regard to the §103 rejections of Claims 1^19, "[i]t is impermissible to first ascertain 
factually what [appUcant] did and then view the prior art in such a manner as to select from the 
random facts of that art only those which may be modified and then utilized to reconstruct 
[appUcant's] invention Ixom such prior art." In re Shuman. 361 f-2d 1008, 1012 (C.C.P.A. 
1996). The present claims, as amended, define an invention that is not obvious over Masaki, 
Yang or Blank, taken singularly or in combination. The Office has not identified any reference, 
eithe'r singularly or in combination, that teaches, hints, suggests, or discloses the specific 
combination recited in the claims. Apphcants respectfully submit that a prima facie case of 
obviousness has not been made out by the Examiner because Masaki, Yang or Blank fail to 
disclose every element appearing m claims 23, 26, and 28. 

Specifically, as discussed above. Applicants have amended claim 20 to recite that the 
primary party is a provider of credit services and the service partner is a provider of 
membership club services. Claims 23, 26, and 28 depend from amended claim 20. Applicants 
respectfully submit that this amendment finds full support in the claims, specification, or 
drawings as filed. This claimed structure is distinct over the cited references for at least the 
following reasons. 
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As discussed above neither Masak: nor any of the other c.ted references, alone or m 
combmat.on, discloses, teaches, or suggests a multiple-servKe card associated with which there 
i. a service partner, a primary party arad a holder, y^herein the primary party is a provuier of 
credit services and the service partner is a provider of membership club services For example, 
in the two-sided card of Masaki, no mention whatsoever is made of any provider of credit 



services. 



As disclosed at page 4 of the present specification, however, "the present mvcntion 
enables a single card to function in multiple modes, for example a. both a credit card and a 
separate service partner's membership card." The present invention accomplishes this benefit 
"[b]y providing a system of back-end ftinctionality that takes advantage of cooperation between 
the multiple service providers." This back end functionality is implemented through extensive 
logic that performs the various administrative processes as described in great detail between 
pages 12 and 23 of the present application. For example, as described therein, a new account 
process is initiated when a prospective card member submits application information to a semce 
partner. This appUcation information contains not only a request for a credit card and a 
membership card, and is not simply an identification of an existing account, such as an account 
number, but comprises such additional information as is required in a typical credit apphcation. 
This application information enables a provider of credit services to decide whether it is 

desirable to extend credit to the applicant. 

Moreover, this back-end functionality enables an extensive series of processing steps to 
be performed to accomplish, among other things, (1) the retention of the service partner 
application information, (2) the extraction of appropriate credit application data, (3) the 
assignment of appropriate control number(s), (4) the forwarding of tl.e credit application data to 
a primary party provider of credit services, (5) the evaluation and assessment of creditworthiness 
of the applicant, (6) the tracking of the apphcation, (7) the return of a approval/dechnation 
decision, (8) the initiation of an account and its associated administration, statementing. billing, 
accoonting, and servicing fianctions, (9) the sending of a multiple service card to the applicant, 
and the like. To implement this back-end functionaUty so as to accompHsh these, and other. 
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„=p. .e<,u.«s a. extensive se. of program insUuctions not ,.ught or even suggested by .he prior 

art. 

To the contrar,, the systems and methods of the prior an make no provision to 
accommodate the complex processes necessary to accomplish the beneftts of the present 
mvcntion. As a result, no system or tnethod exists m the pnor an that can effeCvCy enable a 
provider of credit services and a provider of membershtp club services to cooperate so as to 
Lable a single application received by either of the servtce providers to result in the proviston of 
a multiple service card, where the multiple servtce card ,s configured to provtde access to oth 
membership club services and credit card services, and wherem the decision to extend credit 
does not need to have been predetennined or alternatively to be made unilaterally by only the 

service partner. i u a 

The system of the instant Invention, on the other hand, docs incorporate such back-end 

ftnctionality, and it is this back-end fiinctionality that enables beneficial cooperation between the 
service providers. Accordingly, Applicants' invcndon enables a multiple service card to be 
piovided widiou, rcniring creditwortfunass to have been predetermined and without requmng 
the credit providers to waive its ability to extend, or decline to extend, credit to the apphcant. 
such cooperation provides the advantage that the decision whether to extend credit may be made 
by the primary party provider of credit services before the multiple sen-ice card is provided. 
Thus it is a substantial and novel advantage that the present invention p,.v,d=s commun.catton 
of an' application between the primary party provider of credit services and the sen-ice partner 
provider of membership club services providers so as to enable the primary party provider of 
c«dit services r, ,>ecU,e whether it is desirable to extend credit to the potential holder of the card 
Thns even if the cited prior ar, references were combined, which Apphcants argue there 
IS no motivation to do except in hindsight, the combination would not produce AppUcants' novel 
invention, and thus, cannot obviate it. Moreover, the Office Action fails to identify where, m 
any of the cited prior art references, Masaki either should be or could be modified by the 
teachings in Yang or Blank to achieve the present invention. Applicants were the first to 
recognize the advantage of providing a muldple-service card associated with which ihere is a 
service partner, a primary party and a holder wherein the primary party is a provider of credn 
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services and the service partner is a provider of membership club services. The Office Action 
has not met its burden m establishing a prima facie case of obviousness. Therefore, 
reconsideration and withdrawal of these rejections are respectfully requested. 

In sum neither Masaki, Yang, Blank nor any other cited reference discloses, teaches, 
hints, or suggests every element of claim 20, so the rejection of claims 23, 26, and 28, which 
depend from claim 20, is improper. 

V. Conclusion 

In view of tlie foregomg, AppHcants respectfully submit that all of the pending claims 
fiillv comply with 35 U.S.C. Section 112 and are allowable over the prior art of record. 
Accordingly, reconsideration of the application and allowance of all pending claims is earnestly 
solicited. The undersigned would welcome a telephone call at the telephone number hsted below 
if such would advance prosecution of this application. 

Respectfully submitted, 



By 




David P. Wood 
Reg. No. 45,932 



SNELL & WILMER l.l.p. 
1200 Seventeenth Street, Suite 1900 
Denver, Colorado 80202 
(303) 634-2019 
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In The Claims 



1, (Twice Amended) A method for proving a m>.l.iple-.eTv,ee card, the method 

comprising the steps of: , - , ■ 

receiving a. a service partner estabUshn-ent an application for a multtple-servce 

card from a consumer, said applicauon comprising credit card mfonoation artd scrvtce partner 
information, s^d service patter information related at leas, in part to membership in the semcc 

partner establishment; 

communicating said credit card a p plication mformation to a provider of credit 

services, --.-^^ .»id provider of credit SMVic rs is confiKured to th ^r^^ft^ r determine wh^t tol 
rlp..;ires to extp r^'^ rrftdit. to the consumer; and 

multiple-service card to be sent to the coa^sumer, wherdn said multiple-service card is 
figured for providing a primary party's services and a service partner's services. 



a 
con 



6. (Twice Amended) A method for providing a multiple-service card, the method 

comprising the steps of: 

receiving from a service partner estabUshmcnt an application for a multiple- 

service card from a consumer, said application compnsmg credit card information and 
membership card mformation. said membership card information related at least m part to 
membership in the sen/ice partner estabhshment; 

jg^^^inm^^ IT i- -i"^--^ - -^--^ ^^-^ ^ ^ " ^ "^^^^^"^ [authonzmg 

said credit card information] ; 

iriM_ilr:jrrd -'^ -'^^^ ^" ^^e consumer, communicating said membership 

card information to a provider of membership services; and 

causing a multiple-service card to be sent to the consumer. 
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12. (Twice Amended) A system for providing a Tnult^ple-ser^•ice c^d composing: 
at least one service partner; 

a card service engine m commuBication with said at least one service partner; and 
at least one primary party in communication with said card service engine; 
wherein said at least one primary party provides a credit card service; 
wherein said at least one primary party is capable of receiving data from, and 

transmitting data to, said card service engine; 

wherem said card service engine is configured to receive at a service paitaer 
establishment an application for a multiple-service card from a consumer, said appUcation 
comprising credit card information and service partner information, said service partner 
information related at least in part to membership in the service partner estabUshment,^ 
^.....n ..id nrimarv nartv is confi ^nrH to d K.rmine whether it d.sir.s to extend credit to the 
consumer based on sa id apphcation. 

20. (Amended) A multiple-service card associated with which there is a service 
partner, a primary party and a holder, the card comprising: 

a first side and a second side, 

the first side having first indicia associated with said primary party. 

the second side having second indicia associated with said service partner, 

w>,erein .aid primar^ ^ r"^^ ^ "^"^^'^^^ ^^^'^'^ '^^'^ ''''^^ '^^^''^ ^^"^^^ 

IS a provider of membershio club services - 
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